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Our Reference:  LMDL-103-TM 

 TRADEMARK 

 

 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

 BEFORE THE TRADEMARK AND APPEAL BOARD 

 

 

Applicant:       Luca Mariano Distillery LLC 

Serial Number:      86/293,520 

Filing Date:       May 28, 2014 

International Class:      011 

Examiner/Art Group Unit:     Timothy J. Finnegan/104 

Title:        OLD AMERICANA 

 

 APPLICANTS APPEAL BRIEF TO THE TRADEMARK 

 TRIAL AND APPEAL BOARD 

 

Box Responses - No Fee 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA  22313-1451 

 

Sir: 

 

This is an appeal of the Examining Attorney refusal to register Applicants above-

identified mark in the Office Action dated November 8, 2015.  Applicant respectfully requests 

the Trademark Trial and Appeal Board to reverse the Examining Attorneys decision. 

ISSUE: 

I. Whether the term OLD is merely descriptive of Applicant’s goods; and 

II. Whether Applicant=s mark, OLD AMERICANA, is confusingly similar to 

the mark in U.S. Registration No.  3,454, 378.  

FACTS: 

Applicant filed an application for the mark, OLD AMERICANA, for use on 

“ALCOHOLIC BEVERAGES EXCEPT BEERS,@ in International Class 033 on May 28, 2014.  
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Applicant received an Office Action dated September 18, 2014 refusing the mark for registration 

based on the likelihood of confusion with the mark in U.S. Registration No. 3,454,378 for the 

mark AMERICAN and design for “VODKA, “ in International Class 033 and requiring a 

disclaimer of the term “old” apart from the mark as shown.  Applicant filed a Response to Office 

Action on March 18, 2015 submitting arguments and evidence.  On April 11, 2015, the 

Examining Attorney issued a Final Office Action. On October 12, Applicant filed a Notice of 

Appeal and submitted its Request for Reconsideration with additional evidence.  On November 

8, 2015, the Request for Reconsideration was denied by the Examining Attorney.  Accordingly, 

this Appeal has resumed.  Applicant files this Appeal Brief and Exhibits (A-F) and incorporates 

its prior responses and evidence filed with the USPTO on March 18, 2015 and October 12, 2015. 

ARGUMENT: 

 

I. The term “old” is not immediately descriptive of Applicant’s Goods. 

Examining Attorney has maintained the disclaimer requirement for the term OLD. 

Applicant submits that the term “old” is not immediately descriptive of Applicant’s goods, but 

rather, it is suggestive. 

The courts have stated that a term is merely descriptive if it for with conveys an 

immediate idea of the ingredients, qualities, or characteristics of the goods, or if the mark 

conveys information regarding a function, purpose, or use of the goods.  In re Abcor 

Development Corp., 200 USPQ 215 (CCPA 1978).  A suggestive mark employs terms which do 

not describe, but merely suggest the features of the product, requiring the purchaser to use 

imagination, thought, and perception to reach a conclusion as to the nature of the goods.  In re 

Black & Decker Corp. v Dunsford, 42 USPQ2d 1531 (SDNY 1996).  
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In the case of Esteé Lauder, Inc. v The Gap, Inc., 42 USPQ2d 1228 (2
nd

 Cir. 1997), the 

Court found the mark “100%” for skin moisturizer is suggestive rather than descriptive, whether 

read alone or as part of the phrase “100% TIME RELEASE MOISTURIZER.”  The Court found 

that the “100%” does not describe the qualities, ingredients, or characteristics of the goods, but 

instead implies that the product is of the highest quality since the phrase “100% TIME 

RELEASED MOISTURIZER” can be read to indicate purity of the moisturizer content of the 

product, to imply enduring effect, to indicate that the bottle contains nothing but time-released 

moisturizer, or that the product moisturizes continuously until worn off.  The Court found that 

since all of the interpretations of the term “100%” require some stretch of the imagination, the 

mark is not descriptive.  The Court noted that in order to have an idea of the nature of the 

product, qualities, ingredients, or characteristics, a consumer needs additional information.   

The Examining Attorney believes that the term “old” is immediately descriptive because 

Applicant’s goods, whiskey, are aged and the definition of “old” is “advanced in years or age.”  

Additionally the Examining Attorney states that “old” is descriptive because it is defined as “of, 

relating to or originating in a past era and Applicant’s goods are made from old recipes.  

Applicant submits that both interpretations require some stretch of the imagination. While the 

definition of “old” can mean advanced in year or age” this is not the equivalent of “aged” used on 

food and beverage products, as an “old” food or beverage product would be considered expired.  

The use of Aged is not interchangeable on whiskey products with the term old.  Additionally, 

even though the term “old” can mean originating in a past era, the term “old” is referring to the 

recipe, not the product.  The use of “old” is suggestive of a past era.  Applicant submits that the 
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term “old” is not immediately descriptive of any feature or characteristic of Applicant’s goods 

and is not appropriate for a disclaimer. 

II. Applicant’s mark is not likely to cause confusion with the cited mark. 

The Examining Attorney has refused registration as he believes that Applicant’s mark is 

likely to be confused with the mark in U.S. Registration No. 3,454,378 for the mark 

AMERICANA in design form.  Applicant submits that no confusion is likely to occur due to the 

dissimilarities in the marks and the common meaning of the term AMERICANA. 

There are several factors used to determine whether likelihood of confusion exists 

between two marks.  Primarily, the factors include the similarity of the marks in their entirety as 

to appearance, sound, connotation, and commercial impression, the similarities of the goods and 

services, the similarity of the trade channels, sophistication of the purchaser, the strength of the 

prior mark, the number and nature of similar marks used on similar goods/services, any actual 

confusion, and other factors probative of the effects of use.  In re DuPont de Nemours and 

Company, 177 USPQ 563 (CCPA 1973).    

 Applicant=s mark, OLD AMERICANA, is used in connection with alcoholic beverages. 

 The beverages are sold under the brand LUCA MARIANO and OLD AMERICANA is a sub-

brand.  When viewed in the marketplace, the marks are not similar.  The marks share a term that 

is weak and somewhat descriptive.  The addition of the design and the dominant term OLD are 

enough to distinguish the marks from one another. 

A. The term shared by both marks is a relatively weak term. 

The Examining Attorney determined that confusion was likely between the marks because he 

believes that the marks are similar in sight, sound, appearance and commercial impression.  
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However, the only similarity between the marks is the use of the highly suggestive and widely used 

term, AMERICANA. 

The Board has stated that it is settled that: 

Highly suggestive terms, because of their obvious connotation and 

possible frequent employment in a particular trade as part of trade 

designations, have been considered to fall within the category of 

Aweak@ marks, and that the scope of the protection afforded to these 

marks have been so limited as to permit the use and/or registration of 

the same mark for different goods or a composite mark encompassing 

this term plus other matter whether such matter be equally suggestive 

or even descriptive of the same or similar goods.  Industrial Adhesive 

Company v Borden, Inc., 218 USPQ 645 (TTAB 1983).   

 

In re Melaro v Pfizer, Inc., 214 USPQ 645 (TTAB 1982), the Court found no likelihood of 

confusion exists by the use of the mark SILK for bath and body creams, lotions, oils, cosmetics and 

other beauty products and the mark POLYSILK and SILKSTICK also for lotions and lipsticks.  In 

coming to this decision, the Court found that the mark SILK is a suggestive mark because, while it 

does not actually describe the goods, it tells that their composition is Asoft, smooth and/or lustrous@ 

or promises that the results of its use will be.  The Court also found that there were a large number of 

third-parties who have adopted and use marks containing the word Asilk@ or a derivation of the work 

Asilk@ for cosmetics or related products.  The Court stated that: 

The scope of protection afforded a highly suggestive term is 

somewhat less than given in arbitrary or distinctive marks so that a 

subsequent user may come closer to a highly suggestive mark than to 

a strong mark without violating the rights of the owner of the mark.  

Therefore, unlike the arbitrary or distinctive mark situation, the 

addition of other matter to a highly suggestive term may be enough to 

distinguish it from another and avoid confusion in trade.  Id, at 648. 

 

In Little Caesar Enterprises, Inc. v Pizza Caesar, Inc., 4 USPQ2d 1942 (6th Cir. 1987), the 

Court found that no confusion was likely between the mark LITTLE CAESAR=S for carry out pizza 
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outlets and PIZZA CAESAR USA for sit down Italian restaurants.  Despite the strength of Little 

Caesar=s mark, the similarity of products and services involved, and the low level of purchaser care, 

the Court found that the marks are sufficiently distinct to make confusion unlikely in view of the 

frequent use of the word ACaesar@ with Italian food, the difference in sound and appearance between 

the marks and the different marketing techniques.  In coming to this decision, the Court focused on 

the impression which the mark makes as a whole and not the parts.  The Court looked to Long John 

Distilleries, Ltd. v Sazerac Co., 166 USPQ 30 (CCPA 1970), in which the similarity between FIRE 

JOHN for brandy and LONG JOHN for scotch whiskey was held not to be confusing.  The Court in 

Long John stated: 

“The Board found that third-party registrations of record are 

themselves sufficient to establish that the word >john= has been so 

frequently used as a part of distilled beverage marks that it is 

incapable of indicating origin in any one source and that the 

substantial goodwill in the mark >LONG JOHN= acquired by 

appellant over years of use and promotion resides in the unitary mark. 

 Further, the Board was of the opinion that, considered in their 

entireties, the differences in sound, appearance, and commercial 

impression of the two marks are obvious and one is in no way 

suggestive of the other.” 

 

The Court in Little Caesar found that the word “Caesar” was frequently used with things that 

were Italian, including Italian food, and that when viewed in their entirety, the marks sound and 

look different. 

 The term AMERICANA means “things produced in the United States and thought to be  

typical of the United States or its culture” (www.miriamwebster.com) (Attachment A). 

Additionally, “Americana” is a term used to describe the theme of goods for sale (Exhibit B).  

Applicant also submits articles using the term “Americana” to describe a genre (Exhibit C).  A 
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search of live trademarks in the USPTO (Exhibit D) illustrates the widespread use of the term 

“Americana” in the marketplace, diluting the arbitrariness of this term. 

 

B. When viewed in their entirety, the marks look different, sound different and give a 

different commercial impression. 

 

The Courts have reiterated the point that determining similarity, the marks should be 

viewed in their entirety and as they appear in the market place.  In the case of Cortex Corp. v. W. 

L. Gore & Associates, 28 U.S.P.Q. 2d 1152 (CA FC. 1993), the Court found that no confusion 

was likely between CORTEX and GORE-TEX.  Here, even though the marks rhyme and are 

similar in sound, the marks are dissimilar in appearance, connotation and commercial 

impression.  The court found that the appearance is different by the addition of Ae@ and a 

hyphen, and the connotation of each mark is very different.  In Champagne Louis Roederers S.A. 

v. Delicato Vineyards, 47 U.S.P.Q. 2d 1459 (CA FC 1998), the Court found no confusion was 

likely between the marks CRYSTAL CREEK for wine and CRISTAL for champagne because 

the marks were dissimilar.   

In the case at hand, Applicant’s mark and the cited mark look different, sound different 

and have different commercial impressions.  Applicant’s mark is used as a sub-brand (Exhibit E) 

and the cited mark is used in a design form (Exhibit F). While the marks share the portion, 

AMERICANA, this term is not so distinctive that two marks using the term AMERICANA are 

likely to cause confusion in the marketplace.  Additionally, the addition of OLD to Applicant’s 

mark differentiates the marks in a way that avoids confusion in the marketplace.   
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CONCLUSION: 

 

Applicant submits the term ‘old” is not merely descriptive of applicant’s goods.  

Additionally, Applicant submits that its mark is not confusingly similar to the cited mark because 

the AMERICANA portion is weak.  When combined with the OLD, the marks are different to 

avoid any confusion in the marketplace.  Due to the widespread use of the term “Americana” to 

describe all things American, Applicant submits that the addition of OLD is enough to 

distinguish the marks from one another.  When purchasers view the different marks, as they 

appear in the marketplace, they are not likely to believe that the goods emanate from the same 

source.   

Applicant requests that the Board reverse the Examining Attorney=s decision and 

register Applicant=s mark. 

Respectfully submitted, 

 

 

    /Molly B. Markley/ 

                                                                           

Molly B. Markley (P54187) 

Attorney and Authorized Agent for Applicant 

YOUNG BASILE HANLON &  

MACFARLANE, P.C. 

3001 W. Big Beaver Rd., Ste. 624 

Troy, MI  48084-3107 

Telephone:  248-649-3333 

Facsimile:  248-649-3338 

MBM/jas 
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Americana
From Wikipedia, the free encyclopedia

For other uses, see Americana (disambiguation).

Americana refers to artifacts, or a collection of artifacts, related to

the history, geography, folklore and cultural heritage of the United

States Many kinds of material fall within the definition of

Americana: paintings, prints and drawings; license plates or entire

vehicles, household objects, tools and weapons; flags, plaques and

statues, and so on. Patriotism and nostalgia play defining roles in the

subject. The things involved need not be old, but need to have the

appropriate associations. The Atlantic described the term as "slang

for the comforting, middle-class ephemera at your average antique

store—things like needle-pointed pillows, Civil War

daguerreotypes, and engraved silverware sets."^ The term may be

used to describe the theme of a museum or collection,^5] or of

goods for sale.^6]

The term can also be used to describe studies of American culture,

especially studies based in other countries J7] Americana music is
contemporary music that incorporates elements of various American

roots music styles, including country, roots-rock, folk, bluegrass and

blues, resulting in a distinctive roots-oriented soundJ8^9]

Contents

1 Americana as nostalgia

2 Examples

3 See also

4 References

5 External links

APPLICANT'S
EXHIBIT

r

T»iC OJICA'' »AATM6LDJ f5A7U«.

iriis wrDma,
rn nn tu a nmi

Liberty Enlightening the World: the

famous New York landmark,

illustrated in a print by Currier and

Ives

Americana as nostalgia

From the mid through late 20th Century, Americana was largely associated with nostalgia for an idealized

life in small towns and small cities in America around the turn of the century, from roughly 1880 to the

First World War, popularly considered "The Good Old Days" J10] It was believed that much of the structure
of 20th Century American life and culture had been cemented in that time and place. Henry Seidel Canby

wrote "[I]t is the small town, the small city, that is our heritage. We have made twentieth-century America

from it, and some account of these communities as they were ... we owe our children and grandchildren.'^11]
The nostalgia for this period was based on a remembrance of confidence in American life in this period, due

to such factors as a sense that the Frontier had been "conquered" with the US Census Bureau's declaration

https://en.wi ki pedi a.org/wi ki/Am ericana 1/3
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that it was "closed" in 1890, as well as the recent victory in the Spanish-American War.M As Canby put it,
Americans at this time "really believed all they heard on the Fourth of July or read in school readers. They

set on one plane of time, and that the present, the Declaration of Independence, the manifest destiny of

America, the new plumbing, the growth of the factory system, the morning paper, and the church sociable.

It was all there at once, better than elsewhere, their own, and permanent. ... They had just the country they

wanted.. .and they believed it would be the same, except for more bathtubs and faster trains, forever ... for

the last time in living memory everyone knew exactly what it meant to be an American."^ The Zeitgeist of
the idealized period is captured in the Disneyland-style theme parks' Main Street, U.S.A. section (which

was inspired by both Walt Disney's hometown of Marceline, Missouri and Harper Goffs childhood home of

Fort Collins, Colorado), as well as the musical and movie The Music Man and Thornton Wilder's stage

play Our TownJ10^ Especially revered in Americana nostalgia are small town institutions like the barber

shopt13^ and the drug store/soda fountain and ice cream parlor,'^ the latter which would be resurrected by
mid-twentieth century nostalgia for this time period in businesses like the Farrell's Ice Cream Parlour chain

with its 1890s theme.^

Examples

¦ Coca-Cola^16^17^
¦ Levi's blue jeans, especially Levi's SOls^17^18}
" White picket fences^

See also

¦ American Studies

¦ American Studies in Britain

¦ Culture of the United States
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Serial

Number

Reg.

Number

Check

Status
Word Mark Live/Dead

COOKING AMERICANA1 86871190 TSDR LIVE

GRAVIS METAL AMERICANA2 86733002 TSDR LIVE

LUCA MARIANO OLD AMERICANA3 86709899 TSDR LIVE

86761572 LA CENTOAMERICANA4 TSDR LIVE

5 86849506 AMERICANA TSDR LIVE

AMERICANA MUSIC TRIANGLE6 86693971 TSDR LIVE

86752700 AMERICANA GALLERY7 TSDR LIVE

8 86660732 NUEVA COSECHA CENTRO AMERICANA MASAFINA TSDR LIVE

864366099 OLD AMERICANA TSDR LIVE

FUNDACI6N AMERICANA DE MEDIOS Y ARTES10 86976199 4774582 TSDR LIVE

11 86846409 ROBERT GRAHAM MODERN AMERICANA TSDR LIVE

12| 86763919 AMERICANA NEON LIGHTS TSDR LIVE

13 86844929 SPECTRUM AMERICANA TSDR LIVE

14 86293520 OLD AMERICANA TSDR LIVE

15 86582408 4850668 8 FIESTA AMERICANA TSDR LIVE

16 86582032 4850642 8 GRAND FIESTA AMERICANA TSDR LIVE

17 86124794 4851795 NUEVA COSECHA CENTRO AMERICANA TSDR LIVE

18! 86609053 4848281 PANAM E Rl CANA TSDR LIVE

19 86764028 F FIESTA AMERICANA VACATION CLUB SHARING SMILES TSDR LIVE

20 86764027 F FIESTA AMERICANA VACATION CLUB SHARING SMILES TSDR LIVE

21 86683716 FIESTA AMERICANA AGENTS CASH INCENTIVE PROGRAM TSDR LIVE

22 86432850 AMERICANA TSDR LIVE

23 86432815 AMERICANA TSDR LIVE

24i 86101861 4672803 AMERICANA TSDR LIVE
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1|tsdr4651470 AMERICANA GRILLS25 86082028 LIVE

26 86449189 4805509 AMERICANA DECOR MAXX GLOSS TSDR LIVE

4805607 AM E Rl CANARAMA FESTIVAL OF MUSIC27 86035954 TSDR LIVE

28 86245818 AMERICANA MUSIC TRIANGLE TSDR LIVE

29 86425589 4801167 TOFFEE AMERICANA TSDR LIVE

30 86587834 GAMMA DE FIESTA AMERICANA HOTELES TSDR LIVE

31 86357039 CITY AUTHENTIC MODERN INDUSTRIAL SIMPLE AMERICANA TSDR LIVE

ADONIS AMERICANA32 86575020 TSDR LIVE

33 86613518 AMERICANA DENIM COMPANY TSDR LIVE

34 86192010 AMERICANA TSDR LIVE

35 86695231 AMERICANA TSDR LIVE

36 86683712 FIESTA AMERICANA AGENTS CASH INCENTIVE PROGRAM TSDR LIVE

FIESTA AMERICANA AGENTS CASH INCENTIVE PROGRAM37 86683709 TSDR LIVE

38 86303880 4770563 CONSTRUCAO LATINO-AMERICANA TSDR LIVE

39 86227132 GATHER AMERICANA RESTAURANT TSDR LIVE

40 86227092 GATHER AMERICANA RESTAURANT TSDR LIVE

41 86130151 4744544 SHAKER AMERICANA TSDR LIVE

42 86392720 4738380 AMERICANA REAL ESTATE GROUP TSDR LIVE

43 86460221 HIS PANA-LATINA AMERICANA TSDR LIVE

4711373 LANDMARK AMERICANA TAP & GRILL44 86347708 TSDR LIVE

45 86347705 4711372 LANDMARK AMERICANA TAP & GRILL TSDR LIVE

AMERICANA MEMORIES TELLING AMERICA'S STORY ONE

MAIN STREET AT A TIME
46 86279259 4670512 TSDR LIVE

47 86171151 4661261 SOCIEDAD AMERICANA DE INGENIEROS DE SEGURIDAD TSDR LIVE

464673448 86247644 AMERICANA EXPERIENCE TSDR LIVE

4646733 AMERICANA EXPERIENCE49 86247634 TSDR LIVE

50 86113932 4551760 AMERICANA TSDR LIVE

tesshomeI NewUser I Structured Ifree FormI hkowsh oici ISEARCH OG IprevLjst I Next List I image list Top

HELP

| HOME | SITE INDEX | SEARCH | eBUSINESS | HELP | PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=tcx:&state=4804%3Atd7eg7.1.1&p_search=searchss&p_L=50&BackReference=&pjDlural=yes&p_s_PARA1=live&p_t... 2/2



i - 1 HiIf

* *

fc> i
IB
H3

*1*

i*\, •.. . .

fciMfiie,

£ LUCA
3

I

:luca
<ARIAN(
'10 AMERICANA

OLD AMERICANJS
Ml

1H



¦ s'lSfefc;

A * o

* „ '

».iMrr.!

t LUCA |
(SARIAM
OLD AMEBIC***.

lAJCA
PlRIANO

1 OLD AMERICANA kit

n



AMERICANA
LUXURY VODKA

PRODUCT OF
















































